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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1 , 6, 7, 1 5, 20, 21 , 29 and 31 are rejected under 35 U.S.C. 1 03(a) as 
being unpatentable over Videcoq et al (USPN 5,951 ,381 ) in view of Robichon (USPN 
5,846,125). Videcoq et al discloses a rotary edging wheel 1 and method of use for 
rough cutting of an optical lens 14 comprising a hub portion 2 operable for attaching to a 
rotary power source 1 1 , wherein the hub portion includes a substantially solid body 
member 2, an outer circumferential rough cutting surface 3 having a width L, wherein 
the surface 3 is adjacent to the body member 2, the surface 3 including an abrasive grit 
attached thereto, wherein the abrasive grit is diamond grit and operable for rough 
cutting of the optical lens 14 (note Fig. 1, col., line 66 to col. 2, line 40). However, 
Videcoq et al does not disclose the abrasive grit is present at a substantially level depth, 
at least one pair of grooves formed in the surface comprising a first groove extending at 
an angle across the surface, a second groove extending at an angle across the surface, 
wherein the first and second grooves are angled either towards each other or away from 
each other and extend continuously across the surface. Robichon discloses an 
abrasive grit is present at a substantially level depth, at least one pair of grooves 11 
formed in the surface 7 comprising a first groove extending at an angle across the 
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surface, a second groove extending at an angle across the surface, wherein the first 
and second grooves are angled either towards each other or away from each other and 
extend continuously across the surface 7, wherein the abrasive grit 10 is attached to the 
wheel by resin bonding (note Fig. 1 and 2, col. 1, lines 24-42, col. 2, line 58 to col. 3, 
line 44). It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to modify the surface of Videcoq et al with grooves as disclosed 
by Robichon in order to take away heat produced in the grinding work and carry away 
the cuttings produced far from the work area. 

3. Claims 3-5 and 17-19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Videcoq et al (USPN 5,951 ,381 ) in view of Robichon (USPN 5,846,125). Videcoq 
et al, as modified by Robichon, lacks each groove has an angle of from about 10 
degrees to about 80 degrees, about 15 degrees to about 65 degrees, about 35 degrees 
to about 45 degrees. It would have been obvious to one having ordinary skill in the art 
at the time the invention was made to select each groove has an angle of from about 10 
degrees to about 80 degrees, about 15 degrees to about 65 degrees, about 35 degrees 
to about 45 degrees, since it has been held that where the general conditions of a claim 
is disclosed in the prior art, discovering the optimum or workable ranges involve only 
routine skill in the art. In reAller, 105 USPQ 233. 

Response to Arguments 

4. Applicant's arguments filed 23 January 2006 have been fully considered but they 
are not persuasive. In response to applicant's argument that there is no suggestion to 
combine the references, the examiner recognizes that obviousness can only be 
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established by combining or modifying the teachings of the prior art to produce the 
claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art. See In re Fine, 837 F.2d 1071 , 5 USPQ2d 1596 (Fed. Cir. 
1988)and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, 
the suggestion to combine the reference is found in the knowledge generally available 
to one of ordinary skill in the art. Furthermore, in response to applicant's arguments 
against the references individually, one cannot show nonobviousness by attacking 
references individually where the rejections are based on combinations of references. 
See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981 ); In re Merck & Co., 800 
F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). Videcop et al and Robichon in combination 
disclose all the limitations of claims 1, 6, 7, 15, 20, 21, 29 and 31 as described in the 
rejections above. 

Conclusion 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dung V. Nguyen whose telephone number is 571-272- 
4490. The examiner can normally be reached on M-F, 7:00-3:30. 

6. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph J. Hail can be reached on 571-272-4485. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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7. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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